
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


10/528,603 


09/29/2005- 


Ijeoma Uchegbu 


0380-P03604US00 


4005 



110 7590 01/03/2008 

DANN, DORFMAN, HERRELL & SKILLMAN 
1601 MARKET STREET 
SUITE 2400 

PHILADELPHIA, PA 19103-2307 



EXAMINER 



LEWIS, PATRICK T 



ART UNIT 



1623 



PAPER NUMBER 



MAIL DATE 



DELIVERY MODE 



01/03/2008 PAPER 

Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 



PTOL-90A (Rev. 04/07) 



Office Action Summarv 

viii w nviiwii vmiiiiiihi y 


Application No. 

10/528,603 


Applicant(s) 

UCHEGBU ET AL 


Examiner 

Patrick T. Lewis 


Art Unit 

1623 
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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
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- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
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- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )□ Responsive to communication(s) filed on . 

2a)D This action is FINAL. 2b)E This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) [>3 Claim(s) 1-4,33,34,44-47 and 51-53 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) |El Claim(s) 1-4,33,34,44-47,51 and 52 is/are rejected. 

7) [x] Claim.(s) 53 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)£3 The drawing(s) filed on 21 March 2005 is/are: a)S accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
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Priority under 35 U.S.C. § 119 

12)13 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)IEI All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. ^3 Copies of the certified copies of the priority documents have been received in this National Stage 
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DETAILED ACTION 
Claim Objections 

1 . Claim 53 is objected to under 37 CFR 1 .75(c) as being in improper form because 
a multiple dependent claim should refer to other claims in the alternative only. See 
MPEP § 608.01 (n). Accordingly, the claim 53 has not been further treated on the 
merits. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 1-4, 33-34, 44-47 and 51-52 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

In claim 1, variables R\ R" and R m render the claims indefinite because one of 
ordinary skill in the art would not be apprised of the metes and bounds of said variables. 
The variables embrace an infinite number of substituents. The terms "substituted" and 
"any sugar substituent" are particularly problematic in this regard. Additionally, it is 
unclear exactly how an "amine", "amide" or "alcohol" would be attached to oxygen. The 
metes and bounds of variables R 1f R 2 , R 3 and X are also unclear as they read upon the 
term "substituted". 
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In claim 33, the term "reactive compound" renders the claim indefinite because 
said term has not been defined by the specification or claims. One of ordinary skill in 
the art would not be apprised of what compounds applicant regards as being useful in 
the claimed method. 

A broad range or limitation together with a narrow range or limitation that falls 
within the broad range or limitation (in the same claim) is considered indefinite, since 
the resulting claim does not clearly set forth the metes and bounds of the patent 
protection desired. See MPEP § 2173.05(c). Note the explanation given by the Board 
of Patent Appeals and Interferences in Ex parte Wu, 10 USPQ2d 2031, 2033 (Bd. Pat. 
App. & Inter. 1989), as to where broad language is followed by "such as" and then 
narrow language. The Board stated that this can render a claim indefinite by raising a 
question or doubt as to whether the feature introduced by such language is (a) merely 
exemplary of the remainder of the claim, and therefore not required, or (b) a required 
feature of the claims. Note also, for example, the decisions of Ex parte Steigewald, 131 
USPQ 74 (Bd. App. 1961); Ex parte Hall, 83 USPQ 38 (Bd. App. 1948); and Ex parte 
Hasche, 86 USPQ 481 (Bd. App. 1949). In the present instance, claims 34 and 52 
recite the broad recitation "carbohydrate polymers", and the claim also recites "glycol 
chitosans, dextrans, alginic acids, starches, dextran guar gum" which is the narrower 
statement of the range/limitation. 

Regarding claim 47, the term "such as" renders the claim indefinite because it is 
unclear whether the limitations appearing after said term are part of the claimed 
invention. See MPEP § 2173.05(d). 
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In claim 51, the phrase "wherein the solubilizing carbohydrate... substituted on a 
carbohydrate polymeric backbone" renders the claim indefinite. The instant claim reads 
upon a method for dissolving poorly soluble drugs; however, one of ordinary skill in the 
art would not be apprised of the metes and bounds of the instant method as the 
carbohydrate polymer is only described in functional terms. There is nothing inherently 
wrong with defining some part of an invention in functional terms; however, a functional 
limitation must be evaluated and considered, just like any other limitation of the claim, 
for what it fairly conveys to a person of ordinary skill in the pertinent art in the context in 
which it is used. Functional descriptions of chemical compounds/compositions must be 
coupled with a known or disclosed correlation between function and structure. 

Conclusion 

4. Claims 1-4, 33-34, 44-47 and 51-53 are pending. Claim 53 is objected to. 
Claims 1-4, 33-34, 44-47 and 51-52 are rejected. No claims are allowed. 

Contacts 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Patrick T. Lewis whose telephone number is 571-272- 
0655. The examiner can normally be reached on Monday - Friday 10 am to 3 pm (Maxi 
Flex). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Shaojia A. Jiang can be reached on 571-272-0627. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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